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DETAILED ACTION 

Restriction to one of the following inventions is required under 35 U.S.C. 121: 
I. Claim 1, drawn to a sulfonium salt of the formula (la) 




classified in class 549, subclass 79 as illustrated by the sub genus 



from page 1 1 of applicants' 



specification. 



II. Claim 2, drawn to a polymeric compound comprising the structural unit of the 
formula 




, classified in class 526, subclass 243. 
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III. Claims 3-12, drawn to a chemical amplification type positive resist composition, 
classified in class 430, subclass 270.1. 
The inventions are distinct, each from the other because of the following reasons: 
2. Inventions I and III are related as combination and subcombination. Inventions in this 
relationship are distinct if it can be shown that (1) the combination as claimed does not require 
the particulars of the subcombination as claimed for patentability, and (2) that the 
subcombination has utility by itself or in other combinations (MPEP § 806.05(c)). In the instant 
case, the combination as claimed does not require the particulars of the subcombination as 
claimed because the compounds of Group II can be used instead of Group I or the compounds of 



the following structure! 

The subcombination has separate utility such as a photoacid generator for epoxy resins to form 
molded compounds with acid generation. 

3. Inventions II and III are related as combination and subcombination. Inventions in this 
relationship are distinct if it can be shown that (1) the combination as claimed does not require 
the particulars of the subcombination as claimed for patentability, and (2) that the 
subcombination has utility by itself or in other combinations (MPEP § 806.05(c)). In the instant 
case, the combination as claimed does not require the particulars of the subcombination as 
claimed because the compounds of Group I can be used instead of Group II or the compounds of 



a sulfooium salt of the formula (Ic) 



Q 



,23 




(Ic) 
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a sulfonium salt of the formula (Ic) 




(lc) 



the following structure! 

The subcombination has separate utility such as a photoacid generator for epoxy resins to form 



photoacid generator for epoxy resins to form molded compounds with acid generation. 



product relationship. Distinctness is proven for claims in this relationship if the intermediate 
product is useful to make other than the final product (MPEP § 806.04(b), 3rd paragraph), and 
the species are patentably distinct (MPEP § 806.04(h)). In the instant case, the intermediate 
product is deemed to be useful as the acid generator of Group I and the inventions are deemed 
patentably distinct since there is nothing on this record to show them to be obvious variants. 
Should applicant traverse on the ground that the species are not patentably distinct, applicant 
should submit evidence or identify such evidence now of record showing the species to be 
obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions anticipated by the prior art, the evidence or admission may 
be used in a rejection under 35 U.S.C. 103(a) of the other invention. Applicants on page 20 of 
their specification so state as 



molded compounds with acid generation. The subcombination has separate utility such as a 



4. 



Inventions I and II are related as mutually exclusive species in an intermediate-final 
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follows: 



Polymer (lb) can be produced by polymerizing Salt (la) or Salt (Ic) 
having ethylenically unsaturated bond by conventional radical polymerization. 
The conventional radical polymerization is the polymer obtaining method by 
mixing a radical initiator such as diazonium compound and acyl peroxide which 
5 is easily decomposed to produce radical, and a compound having ethylenically 
unsaturated bond in a solvent. As the radical initiator, azobisisobutyronitrile, 
benzoyl peroxide, and the like may be usually used. 



Salt (la) is found on page 2 and as shown below is essentially the same as that of Group I. 

The present invention relates to the fallowings: 
<1> A sulfonium salt of the formula (la) 



separate status in the art as shown by their different classification, restriction for examination 
purposes as indicated is proper. 

6. If Group I is elected the following election of species is required. 




(la) 



5. 



Because these inventions are distinct for the reasons given above and have acquired a 
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Claim 1 is generic to a plurality of disclosed patentably distinct species comprising 
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The examiner notes those in the subgenus with a five membered heterosulfur ring belong in 
Class 549, subclass 79, those in the subgenus with six membered hetero rings with sulfur atoms 
belong in Class 549, subclass 427, and those in the subgenus with no hetero ring belong in class 
560, subclass 147 wherein the nature of the acid portion of the carboxylic ester governs. 
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Applicant is required under 35 U.S.C. 121 to elect a single disclosed species, even though 
this requirement is traversed. 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 

7. Due to the complexity of this restriction requirement no attempt was made to obtain a 
provisional election via telephone. Applicant is advised that the reply to this requirement to 
be complete must include an election of the invention to be examined even though the 
requirement be traversed (37 CFR 1.143). 

8. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 
1.48(b) and by the fee required under 37 CFR 1.1 7(i). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cynthia Hamilton whose telephone number is 571-272-1331. 
The examiner can normally be reached on Monday through Friday 9:30 am to 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cynthia H. Kelly can be reached on (571) 272-0729. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Cynthia Hamilton 
Primary Examiner 
Art Unit 1752 



